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AMENDMENT OF THE TRADE-MARK ACT 
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AMENDMENT OF THE TrapE-Mark Act 


[Pustic—No. 163—66rH Concress.]—[H. R. 9023.] 
An Act to give effect to certain provisions of the convention for the 
protection of trade-marks and commercial names, made and signed in 


the city of Buenos Aires, in the Argentine Republic, August 20, 1910, 
and for other purposes. 


Be it enacted by the Senate and House of Representatives of 
the United States of America in Congress assembled, That the Com- 
missioner of Patents shall keep a register of (a) all marks com- 
municated to him by the international bureaus provided for by the 
convention for the protection of trade-marks and commercial names, 
made and signed in the city of Buenos Aires, in the Argentine Re- 
public, August 20, 1910, in connection with which the fee of $50 
gold for the international registration established by article 2 of 
that convention has been paid, which register shall show a facsimile 
of the mark; the name and residence of the registrant; the number, 
date, and place of the first registration of the mark, including the 
date on which application for such registration was filed and the 
term of such registration, a list of goods to which the mark is ap- 
plied as shown by the registration in the country of origin, and 
such other data as may be useful concerning the mark. 

(b) All other marks not registrable under the Act of February 
20, 1905, as amended, except those specified in paragraphs (a) and 
(b) of section 5 of that Act, but which have been in bona fide use 
for not less than one year in interstate or foreign commerce, or com- 
merce with the Indian tribes by the proprietor thereof, upon or in 
connection with any goods of such proprietor upon which a fee of 
$10 has been paid to the Commissioner of Patents and such formali- 
ties as required by the said commissioner have been complied with: 
Provided, That trade-marks which are identical with a known trade- 
mark owned and used in interstate and foreign commerce, or com- 
merce with the Indian tribes by another and appropriated to mer- 
chandise of the same descriptive properties as to be likely to cause 
confusion or mistake in the mind of the public or to deceive pur- 
chasers, shall not be placed on this register.’ 


‘The sentence-structure of this proviso is obviously defective. 
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Sec. 2. That whenever any person shall deem himself injured 
by the inclusion of a trade-mark on this register, he may at any 
time apply to the Commissioner of Patents to cancel the registration 
thereof. The commissioner shall refer such application to the ex- 
aminer in charge of interferences, who is empowered to hear and 
determine this question, and who shall give notice thereof to the 
registrant. If it appear after a hearing before the examiner that 
the registrant was not entitled to the exclusive use of the mark at 
or since the date of his application for registration thereof, or that 
the mark is not used by the registrants or has been abandoned, and 
the examiner shall so decide, the commissioner shall cancel the 
registration. Appeal may be taken to the commissioner in person 
from the decision of the examiner in charge of interferences. 

Sec. 8. That any person who shall willfully and with intent 
to deceive, affix, apply, or annex, or use in connection with any 
article or articles of merchandise, or any container or containers of 
the same, a false designation of origin, including words or other 
symbols, tending to falsely identify the origin of the merchandise, 
and shall then cause such merchandise to enter into interstate or 
foreign commerce, and any person who shall knowingly cause or 
procure the same to be transported in interstate or foreign com- 
merce or commerce with Indian tribes, or shall knowingly deliver 
the same to any carrier to be so transported, shall be liable to an 
action at law for damages and to an action in equity for an injunc- 
tion, at the suit of any person, firm, or corporation doing business in 
the locality falsely indicated as that of origin, or in the region in 
which said locality is situated, or at the suit of any association of 
such persons, firms, or corporations. 

Sec. 4. That any person who shall without the consent of the 
owner thereof reproduce, counterfeit, copy, or colorably imitate 
any trade-mark on the register provided by this Act, and shall affix 
the same to merchandise of substantially the same descriptive prop- 
erties as those set forth in the registration, or to labels, signs, prints, 
packages, wrappers, or receptacles intended to be used upon or in 
connection with the sale of merchandise of substantially the same 
descriptive properties as those set forth in such registration, and 
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shall use, or shall have used, such reproduction, counterfeit, copy, 
or colorable imitation in commerce among the several States, or 
with a foreign nation, or with the Indian tribes, shall be liable to 
an action for damages therefor at the suit of the owner thereof; and 
whenever in any such action a verdict is rendered for the plaintiff 
the court may enter judgment therein for any sum above the amount 
found by the verdict as the actual damages, according to the cir- 
cumstances of the case, not exceeding three times the amount of 
such verdict, together with the costs. 

Sec. 5. That it shall be the duty of a registrant under this 
Act of a mark falling within class (a) of section 1, to comply with 
the law of the country in which his original registration took place, 
in respect to giving notice to the public that the trade-mark is 
registered, in connection with the use of such trade-mark in the 
United States of America, and in any suit for infringement by a 
party failing to do this, no damages shall be recovered except on 
proof that the defendant was duly notified of the infringement and 
continued the same after such notice. 

Sec. 6. That the provisions of sections 15, 17, 18, 19, 20, 21, 
22, 28, 25, 26, 27, and 28 (as to class [b] marks only) of the Act 
approved February 20, 1905, entitled “An Act to authorize the 
registration of trade-marks used in commerce with foreign nations 
or among the several States, or with Indian tribes, and to protect 
the same,” as amended to date, and the provisions of section 2 of 
the Act entitled “An Act to amend the laws of the United States 
relating to the registration of trade-marks,” approved May 4, 1906, 
are hereby made applicable to marks placed on the register provided 
for by section 1 of this Act. 

Sec. 7. That written or printed copies of any records, books, 
papers, or drawings belonging to the Patent Office and relating to 
trade-marks placed on the register provided for by this Act, when 
authenticated by the seal of the Patent Office and certified by the 
commissioner thereof, shall be evidence in all cases wherein the 
originals could be evidence, and any person making application 
therefor and paying the fee required by law shall have certified 
copies thereof. 
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Sec. 8. That the same fees shall be required for certified 
and uncertified copies of papers and for records, transfers, and 
other papers, under this Act, as are required by law for such copies 
of patents and for recording assignments and other papers relating 
to patents. 

On filing an appeal under this Act to the Commissioner of 
Patents from the decision of the examiner in charge of interferences, 
awarding ownership of a trade-mark, canceling or refusing to cancel 
the registration of a trade-mark, a fee of $15 shall be payable. 

Sec. 9. That section 5 of the Trade-Mark Act of February 
20, 1905, being Thirty-third Statutes at Large, page 725, as 
amended by Thirty-fourth Statutes at Large, page 1251, Thirty- 
sixth Statutes at Large, page 918, Thirty-seventh Statutes at Large, 
page 649, is hereby amended by adding the following words thereto: 
“And if any person or corporation shall have so registered a mark 
upon the ground of said use for ten years preceding February 20, 
1905, as to certain articles or classes of articles to which said mark 
shall have been applied for said period, and shall have thereafter 
and subsequently extended his business so as to include other arti- 
cles not manufactured by said applicant for ten years next preced- 
ing February 20, 1905, nothing herein shall prevent the registration 
of said trade-mark in the additional classes to which said new addi- 
tional articles manufactured by said person or corporation shall 
apply, after said trade-mark had been used on said article in inter- 
state or foreign commerce or with the Indian tribes for at least one 
year, provided another person or corporation had not adopted and 
used previously to its adoption and use by the proposed registrant, 


and for more than one year such trade-mark, or one so similar as to 


be likely to deceive in such additional class or classes.” 
Approved, March 19, 1920. 
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Estate oF P. D. Becxwirn, INnc., v. CoMMISSIONER OF PATENTS 
(40 Supreme Court Rep. 414) 


Supreme Court of the United States 


April 19, 1920 


—_ 


Trape-Marks—DescriptiveE Terms—Common Law. 

It was settled long prior to the Trade-Mark Registration Act 
that the law would not secure to any person the exclusive use of a 
trade-mark consisting merely of words descriptive of the qualities, 
ingredients, or characteristics of an article of trade. 

2. Trape-Marks—Descriptive Terms—REcisTration. 
A trade-mark consisting of descriptive matter only cannot be 
registered under the statute. 
3. Trape-Marxs ContarninG Boru DescriprivE AND ARBITRARY Matrer— 

Use or DiscLaiMer. 

A trade-mark containing both descriptive and arbitrary matter 
may be registered, if accompanied with an appropriate declaration on 
the part of the applicant that no claim is made to the exclusive use of 
the descriptive words, except in the setting and relation in which they 
appear in the drawing, description and samples of the mark filed with 
the application. 


On writ of certiorari to the Court of Appeals of the District 
of Columbia, which had affirmed a decision of the Commissioner of 
Patents granting the registration of a trade-mark upon certain 
conditions. Reversed. 

For the decision of the Commissioner of Patents, see 7 T. M. 
Rep. 290. The decision of the Court of Appeals of the District of 
Columbia is reported in 8 T. M. Rep. 310. 


Mr. Harry C. Howard, of Kalamazoo, Mich., for petitioner. 
Mr. Assistant Attorney General Davis, for respondent. 


Mr. Justice Ciarke delivered the opinion of the Court. 

The petitioner, a corporation, filed an application in the Patent 
Office for the registration of a trade-mark, which is described as 
follows: 


“A design like a seal, comprising the head of an Indian chief sur- 
mounting a scroll bearing his name, ‘Doe-Wah-Jack’ and surrounded by a 
circle, outside of which appeared the words ‘Round Oak’ and ‘Moistair 
Heating System’ in a circle, and the whole being surrounded by a wreath 
of oak leaves.” 
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It will be useful to reproduce the drawing filed with this 
application: 





It was averred that the petitioner had used the mark for more 
than eighteen months before the application was made by applying 
it to “hot-air and combined hot-air and hot-water heaters and fur- 
naces by having the same cast into the metals of which the systems 
were constructed.” 

The Commissioner found that the mark did not conflict with 
any other that was registered, and that the petitioner was entitled 
to the exclusive use of it excepting the words “Moistair Heating 
System.” It was ordered that the mark might be registered if the 
excepted words, objectionable because descriptive, were “erased”’ 
or “removed” from it, but that the filing of a disclaimer would not 
suffice to secure registration [7 T. M. Rep. 290]. 

Not satisfied with this result, the petitioner appealed to the 
Court of Appeals for the District of Columbia, and its judgment 
affirming the decision of the Commissioner of Patents is before us 
for review [8 T. M. Rep. 310]. 

The ground of both decisions is that the words ‘“‘Moistair Heat- 
ing System” are merely descriptive of a claimed merit of the peti- 
tioner’s system—that in the process of heating moisture is added 
to the air—and that one person may not lawfully monopolize the 
use of words in general use which might be used with equal truth- 
fulness to describe another system of heating. For this reason it 
was held that the case falls within the proviso of the Registration 
Act of 1905, declaring that no mark consisting merely in words or 
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devices which are descriptive of the goods with which they are 
used or of the character or quality of such goods shall be registered 
under the terms of the act. Act Feb. 20, 1905, § 5, 38 Stat. 725, 
amended by Act Jan. 8, 19138, 37 Stat. 649 (Comp. St. § 9490). 

No question of patent right, or of unfair competition, or that 
the design of the trade-mark is so simple as to be a mere device or 
contrivance to evade the law and secure the registration of non- 
registrable words, is involved. Nairn Linoleum Co. v. Ringwalt 
Linoleum Works, 46 App. D. C. 64, 69 [7 T. M. Rep. 216]. 

This statement makes it apparent that the question presented 
for decision is: Whether the applicant may register lawfully the 
words “‘Moistair Heating System,’ when combined with the words 
“Round Oak,” as a part of its purely fanciful and arbitrary trade- 
mark design, as shown in the drawing filed, and when claim to ex- 
clusive use of the words apart from the mark shown in the drawing 
is disclaimed on the record. 

An account of the process of decision, in the Patent Office and 
in the Court of Appeals, by which the result in this case was arrived 
at, as it appears in the brief of the Commissioner of Patents, is sug- 
gestive and useful. From this we learn that, when a mark has been 
presented for registration consisting merely (only) of descriptive 
words or devices, registration has been uniformly refused. When 
“composite” marks—such as contain both registrable and non- 
registrable matter—have been presented for registry with features 
in them which conflicted with earlier marks, registered by other 
than the applicant, the complete rejection, “eradication,’ of the 
conflicting portions has been uniformly required before registry was 
allowed. But where there was no such conflict, and the only objec- 
tion was that descriptive words were used, the practice of the Patent 
Office prior to the decision, in 1909, of Johnson v. Brandau, 32 App. 
D. C. 848, was to permit the registration of marks containing such 
words, where they were associated with registrable words or were 
a part of an arbitrary or fanciful design or device; it being con- 
sidered not necessary to delete the descriptive matter, even when 
it was an essential part of the composite trade-mark as it had been 
used by the applicant, provided it was clearly not susceptible of 





a 
: 
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exclusive appropriation under the general rules of law. After the 
decision of Johnson v. Brandau, 82 App. D. C. 348, a practice grew 
up in the Patent Office, not provided for in the statute, of allowing 
an applicant to disclaim objectionable descriptive words in cases 
where to require their actual removal would result in so changing 
the mark that it would not readily be recognized as that shown in 
the drawing or specimen filed with the application. The customary 
form of such disclaimer was a statement filed that no claim was 
made to the designated words, as, for example, “Moistair Heating 
System,” apart from the mark shown in the drawing—this was in- 
terpreted as meaning that only when taken in connection with the 
remaining features of the mark did the applicant make claim to 
their exclusive use. Ea parte Illinois Seed Co., 219 O. G. 981 [5 
T. M. Rep. 85]. 

Such disclaimer became a part of the applicant’s statement in 
the record and necessarily formed a part of the certificate of regis- 
tration as it would appear in the copies of it furnished to the ap- 
plicant and the public, pursuant to section 11 of the act (Comp. St. 
§ 9496). 

Then came the decisions in Fishbeck Soap Co. v. Kleeno Manu- 
facturing Co., 44 App. D. C. 6 [5 T. M. Rep. 327], and Nairn Lino- 
leum Co. v. Ringwalt Linoleum Works, 46 App. D. C. 64 [7 T. M. 
Rep. 216], which, says the Commissioner of Patents, were under- 
stood as disapproving the practice of disclaimer, and since they 
were rendered, registration of merely descriptive matter has not 
been allowed in any form, but its actual deletion from the trade- 
mark drawing has been required, with, however, an apparent excep- 
tion in the case of Rhynsburger, 8 T. M. Rep. 468, 128 MS. Dec. 
141. The judgment we are considering, requiring, as it does, the 
“elimination” of the descriptive words, shows that the Commissioner 
correctly interpreted these two decisions of the Court of Appeals. 

It is apparent from this rehearsal that the Commissioner of 
Patents has promptly and cordially accepted for his guidance the 
decisions of the Court of Appeals, and, although he avoids a con- 
troversial attitude in his brief and gives a colorless history of the 
practice of his office, still it is manifest that, in this case and in 
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others, the court has very radically changed that practice with re- 
spect to permitting registry of composite trade-marks, and that its 
decisions have turned upon the construction of the second proviso, 
referred to, in the fifth section of the Registration Act, which is 
made the basis of the judgment we are reviewing. 

The Registration Act of 1905 (33 Stat. 724), amended in 1906 
(34 Stat. 168) and in 1909 (35 Sta. 627) and in 1913 (37 Stat. 
649 [Comp. St. § 9485 et seq.}), without changing the substantive 
law of trade-marks, provided, in the manner prescribed, for the 
registration of marks (subject to special exceptions) which, with- 
out the statute, would be entitled to legal and equitable protection, 
and the case before us calls chiefly for the construction of the pro- 
visions of section 5 of that act (Comp. St. § 9490), which, so far 
as here involved, are as follows: 

“No mark by which the goods of the owner of the mark may be dis- 
tinguished from other goods of the same class shall be refused registration 
as a trade-mark on account of the nature of such mark unless,” ete. 

“Provided, that no mark which consists * * * merely in words or de- 
vices which are descriptive of the goods with which they are used, or of 


the character or quality of such goods, * * * shall be registered under the 
terms of this act.” 


It was settled long prior to the Trade-Mark Registration Act 
that the law would not secure to any person the exclusive use of a 
trade-mark consisting merely of words descriptive of the qualities, 
ingredients, or characteristics of an article of trade; this for the 
reason that the function of a trade-mark is to point distinctively, 
either by its own meaning or by association, to the origin or owner- 
ship of the wares to which it is applied, and words merely descrip- 
tive of qualities, ingredients, or characteristics, when used alone, 
do not do this. Other like goods, equal to them in all respects, may 
be manufactured or dealt in by others, who, with equal truth, may 
use, and must be left free to use, the same language of description 
in placing their goods before the public. Canal Co. v. Clark, 13 
Wall. 311, 822, 323, 824, 20 L. Ed. 581; Manufacturing Co. v. 
Trainer, 101 U. S. 51, 54, 25 L. Ed. 993; Manhattan Medicine Co. 
v. Wood, 108 U. S. 218, 222, 2 Sup. Ct. 436, 27 L. Ed. 706; Good- 
year Indian Rubber Glove Mfg. Co. v. Goodyear Rubber Co., 128 
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U. S. 598, 9 Sup. Ct. 166, 82 L. Ed. 5385; Lawrence Manufacturing 
Co. v. Tennessee Manufacturing Co., 188 U. S. 587, 547, 11 Sup. 
Ct. 396, 34 L. Ed. 997; Brown Chemical Co. v. Meyer, 189 U. S. 
540, 11 Sup. Ct. 625, 35 L. Ed. 247; Elgin National Watch Co. v. 
Illinois Watch Case Co., 179 U. S. 665, 21 Sup. Ct. 270, 45 L, Ed. 
365; Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. 
446, 31 Sup. Ct. 456, 55 L. Ed. 536 [1 T. M. Rep. 10]. 

Thus the proviso, being simply an expression in statutory form 
of the prior general rule of law that words merely descriptive are 
not a proper subject for exclusive trade-mark appropriation, if the 
application in this case had been to register only the words “Moist- 
air Heating System,” plainly it would have fallen within the terms 
of the prohibition, for they are merely descriptive of a claimed 
property or quality of the petitioner’s heating system—that by 
it moisture is imparted to the air in the process of heating. But 
the application was not to register these descriptive words “merely,” 
alone and apart from the mark shown in the drawing, but in a de- 
scribed manner of association with other words, “Round Oak,” 
which are not descriptive of any quality of applicant’s heating sys- 
tem, and as a definitely positioned part of an entirely fanciful and 
arbitrary design or seal, to which the Commissioner found the ap- 
plicant had the exclusive right. 

Since the proviso prohibits the registration not of merely de- 
scriptive words but of a “trade-mark which consists * * * merely” 
(only) of such words—the distinction is substantial and plain—we 
think it sufficiently clear that such a composite mark as we have 
here does not fall within its terms. In this connection it must be 
noted that the requirement of the statute that no trade-mark shall 
be refused registration, except in designated cases, is just as im- 
perative as the prohibition of the proviso against registration in 
cases specified. 

While there is no specific provision for disclaimers in the trade- 
mark statute, the practice of using them is commended to our judg- 
ment by the statement of the Commissioner of Patents that, so far 


as known, no harm came to the public from the practice of distin- 
guishing, without deleting, nonregistrable matter in the drawing of 











ESTATE OF P. D. BECKWITH, INC., V. COM. OF PATENTS 261 


the mark as registered, when a statement, forming a part of the 
record, was required that the applicant was not making claim to 
an exclusive appropriation of such matter except in the precise 
relation and association in which it appeared in the drawing and 
description. 

It seems obvious that no one could be deceived as to the scope 
of such a mark, and that the registrant would be precluded by his 
disclaimer from setting up in the future any exclusive right to the 
disclaimed part of it. It seems obvious, also, that to require the 
deletion of descriptive words must result often in so changing the 
trade-mark sought to be registered from the form in which it had 
been used in actual trade that it would not be recognized as the 
same mark as that shown in the drawing which the statute requires 
to be filed with the application, or in the specimens produced as 
actually used, and therefore registration would lose much, if not 
all, of its value. The required omission might so change the mark 
that in an infringement suit it could be successfully urged that the 
registered mark had not been used—and user is the foundation of 
registry. Section 2 (Comp. St. § 9487). Of this last the case 
before us furnishes an excellent example. To strike out “Moistair 
Heating System” from the applicant’s trade-mark would so change 
its appearance that its value must be largely lost as designating to 
prior purchasers or users the origin of the heating system to which 
it was applied. 

The commercial impression of a trade-mark is derived from 
it as a whole, not from its elements separated and considered in 
detail. For this reason it should be considered in its entirety 
(Johnson v. Brandau, supra), and to strike out any considerable 
part of it, certainly any conspicuous part of it, would be to greatly 
affect its value. Of course, refusal to register a mark does not 
prevent a former user from continuing its use; but it deprives him 
of the benefits of the statute, and this should not be done if it can 
be avoided by fair, even liberal, construction of the act, designed 
as it is to promote the domestic and foreign trade of our country. 

Thus the case comes to this: That the Commissioner found 
that the trade-mark presented for registration did not conflict with 
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any theretofore registered, and there is no suggestion of unfair 
practice in the past or contemplated in the future; that it had been 
used for eighteen months in the form proposed for registry; that 
the words ordered to be stricken out from the drawing are de- 
scriptive, but the mark does not consist “merely” in such words, 
but is a composite of them with others, and with an arbitrary design 
which, without these words, both the Commissioner and the court 
found to be registrable; that the language of the statute, that no 
mark not within its prohibitions or provisos shall be denied regis- 
tration, is just as imperative as the prohibitory words of the pro- 
viso; and, very certainly, that a disclaimer on the part of applicant 
that no claim is made to the use of the words “Moistair Heating 
System” apart from the mark as shown in the drawing and as de- 
scribed, would preserve to all others the right to use these words 
in the future to truthfully describe a like property or result of an- 
other system, provided only that they be not used in a trade-mark 
which so nearly resembles that of the petitioner ‘“‘as to be likely to 
cause confusion in the mind of the public or to deceive purchasers” 
when applied “to merchandise of the same descriptive properties.” 
Section 5. 

Such being the ultimate facts of this controversy, we cannot 
doubt that the Court of Appeals fell into error in ruling that the 
words “‘Moistair Heating System’ must be “eliminated” from the 
trade-mark of the applicant as it had been theretofore used, and 
that the requirement of the act of Congress for the registration of 
trade-marks would be fully complied with if registration of it were 
permitted with an appropriate declaration on the part of the ap- 
plicant that no claim is made to the right to the exclusive use of 
the descriptive words, except in the setting and relation in which 
they appear in the drawing, description, and samples of the trade- 
mark filed with the application. 


It results that the judgment of the Court of Appeals must be 
reversed. 


Mr. Justice REyYNo.ps dissents. 


[Nore—This decision is of especial importance, because it alters the 
practice which the Patent Office has been following for some years and 
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overrules the decisions upon which that practice was based. During recent 
years, as the opinion points out, if a mark contained unregistrable matter, 
the applicant was required to strike this from the drawing, with the result 
that the mark as registered might differ considerably from that previously 
used. Under the above decision, however, the owner of a mark will now 
be permitted to obtain registration of the mark in the form actually used, 
while disclaiming any exclusive right to those features which cannot be 
appropriated as technical trade-marks. ] 


? 


Gr 





Watiace & Co. v. Reperti, INc. 
United States Circuit Court of Appeals, Second Circuit 
May 12, 1920 


Trape-Marxs—Use—Periop or Use. 

The right to use a trade-mark does not depend upon any par- 
ticular period of use; the first person who in good faith adopts a mark 
secures thereto a right which will prevail against any subsequent user. 
Trape-MarKs—ABANDON MENT—INTENT. 

In order that abandonment of a trade-mark may be established 
as a defense, it is essential to show, not only acts indicating practical 
abandonment, but an intention to abandon; intent may, however, be 
inferred from the facts. 

Trape-Marks—ABANDON MENT— EVIDENCE. 

Where the owner of a registered trade-mark consisting of the 
name “Blue Bird” and the picture of a blue bird, used upon a candy 
box, granted to another manufacturer permission to use two blue birds 
upon its box, provided this was not advertised as the “Blue Bird Brand” 
or the “Blue Bird Box,” and the box never was so identified by the 
consumer, it was held that the evidence failed to establish the abandon- 
ment of the mark or its dedication to public use. 

INFRINGEMENT OF TRADE-MAarkKs—DEFENSES—LACHES. 

Where the first user of a trade-mark, upon learning that it had 
been appropriated by another, warned the latter that he must discon- 
tinue his use of the mark, but failed to bring suit for some six years, 
this was not such delay as to prevent the restraint of infringement by 
a third party. 

Trape-Marks—Svuits ror INFRINGEMENT—ACCOUNTING. 

Where appellant, after being notified of appellee’s rights in the 
trade-mark involved in litigation, continued, without the consent of 
appellee, to infringe, appellee was entitled to an accounting. 


Suits in equity by Wallace & Co., plaintiff, against Repetti, 


Inc.. defendant. From a decree of the United States District Court 


for the Southern District of New York in favor of plaintiff, de- 


fendant appeals. Decree affirmed. 











264 TEN TRADE-MARK REPORTER 


For the decision of the District Court, see 10 T. M. Rep. 176. 
Argued before Rogers, Hoveu and Manton, Circuit Judges. 


Harry D. Nims, of New York, for appellant. 
Mock & Blum, of New York for appellee. 


Manton, Circuit Judge: On January 14, 19138, the appellee 
was granted the registration of the name “Blue Bird” and the 
figure of a blue bird as a trade-mark for a candy box. The evi- 
dence indicates that this mark for the appellee’s goods was used 
from September, 1912. The district court granted the appellee 
an injunction restraining the appellant from using the blue bird 
mark and also for an accounting. A comparison of the appellee’s 
box and that of the appellant, shows the large figure of a blue bird 
in the upper left hand corner of each box above the phrase “Blue 
Bird for Happiness.” In the appellee’s box the figure of the blue 
bird is directly above the phase, while in the appellant’s box it is 
above, but not directly above. The printing on both boxes is in 
blue ink, with a blue ribbon tied in substantially the same way. In 
each case, the box contains an equal weight of candy. 

The appellee contends that it has the sole right to the use of 
this trade-mark, not only by reason of the registration, but by such 
use as to invoke in its aid a common law right to maintain this ac- 
tion against the appellant for unfair competition. Thus, the ap- 
pellee has contended that it has used the trade-mark since its regis- 
tration and, indeed, before that date, giving no one else the right 
so to use it, except the limited right which was granted to Whitman 
& Son, Inc., to the use of a hand-painted picture of two blue birds 
solely as a decorative feature and not as a trade-mark. The dis- 
trict court found that such use by Whitman & Son, Inc., was in a 
practically non-competitive line. The only other use of the blue 
bird on candy boxes appears to be that in the case of Spoehr, who 
manufactured candy and used the blue bird mark in the State of 
Illinois. When the appellant started to infringe, in 1916, it was 
warned against continuation of such infringement and some cor- 
respondence then took place between the parties, and it was only 
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after there was a protest by Whitman that this action was com- 
menced. 

The questions here presented are: (1) Has the appellee, by 
granting permission to Whitman & Son, Inc., to use its mark, under 
the terms and conditions imposed, lost its property in the trade- 
mark? and (2) Has the use of the trade-mark in the business of 
the appellee been protected by the use of it as such trade-mark or 
has its business and method of carrying on the same been such as 
to lose the trade-mark right because of the small number of sales 
by it? and (3) Can it be said that because of the infringement of 
Spoehr of Illinois, the trade-mark has been appropriated by such 
infringement, and has the appellee lost its property rights therein? 

The evidence indicates that appellee’s business was established 
in 1870. It never had a large or extended business. It has done 
little or no advertising, but it adopted this trade-mark and regis- 
tered it, and its sales have been continuous throughout the country. 
It has always featured the blue bird brand as one of its brands 
upon its price lists as published. It appears that some twenty- 
five hundred or three thousand of these price lists were printed each 
year and sent to regular patrons and those who made inquiries. Its 
candies with this box, containing the trade-mark, were continuously 
on sale at its stores in New York City. Under this proof, we are 
satisfied that the trade-mark belonged to the appellee after its 
registration and its property rights continued therein undiminished 
or unabridged. The appellee’s rights accrued as soon as it put 
goods on the market bearing this trade-mark. Its use was prior 
to that of other manufacturers who attempted to use it. The right 
to use does not depend upon any particular period of usage. This 
trade-mark, having been adopted in good faith, the right thereto 
inures and will prevail against any subsequent user (Kathreiner’s 
Maltz Kaffee v. Pastor Kneipp Medical Co., 82 Fed. Rep. 321; 
Walter Baker Co. v. Delaphenha, 160 Fed. Rep. 746). 

In order that an abandonment may be established as a defense, 
it is essential to show not only acts indicating practical abandon- 
ment, but an intent to abandon. Thus, where the appearance may 


be sufficient to indicate an abandonment, this may be satisfactorily 
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explained by showing a want of intention to relinquish the right 
claimed (Sazlehner v. Bisner & Mendelson Co., 179 U. S. 19). 
There is no penalty which inflicts the loss of right of property in 
trade-marks by non-usage unless there also be found an intent to 
abandon. Of course, intent may be inferred from the facts shown, 
but the facts must be adequate to support a finding of abandonment. 
To give up for a long period and to discontinue the use of the trade- 
mark “Blue Bird” and permit others to use it indiscriminately, 
without prosecution, would amount to an abandonment (Baglin v. 
Cusenier Co., 221 U. S. 580 [1 T. M. Rep. 147]). But the evi- 
dence here is insufficient to make out a case of abandonment and, 
indeed, we think it is sufficient to establish the claim of the appellee 
that within the scope and extent of its business, the appellee exer- 
cised its property right in the trade-mark sufficiently often. It ap- 
pears that prior to Easter, 1919, Whitman & Son, Inc., of Philadel- 
phia, well established candy manufacturers, adopted the name “Blue 
Bird” and put it on boxes bearing one or more blue birds. They 
used the words “Blue Birds.”” In 1916, the appellee warned against 
such continued use and in response thereto, on June 9, 1916, Whit- 
man & Son, Inc., protested against the claim of wilful infringement. 
The appellee exonerated Whitman & Son, Inc., from wilful infringe- 
ment and granted permission to continue the sale of this box, upon 
condition that they continue to use two blue birds and provided the 
box of candy was not advertised as the “Blue Bird Brand” or the 
“Blue Bird Box.” The blue birds then used by Whitman & Son, 
Inc., consisted of two fanciful and artistically colored blue birds 
flying against the sky. It was a hand-painted box and Whitman 
& Son, Inc., contended that they were known as art packages. No 
lettering of any kind was used, nor was any representation of the 
blue bird used in advertising matter. In June, 1916, Whitman & 
Son, Inc., wrote: 


“We assure you that we intend to respect all of the rights of our 
good friends, Messrs. Wallace & Co., and we believe that you will have no 
cause for complaint as to the method used in the future in marketing this 
handpainted package.” 


All the advertising by Whitman & Son, Inc., with the use of 
the figure of the blue bird did not have any effect upon the ultimate 
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consumer, as it appears that it was not identified by the consumer 
as the “Blue Bird Brand,’ nor was it ever called for or identified 
as such. In addition to the benefit accorded the owner of the 
trade-mark, it is the purpose of the trade-mark law to confer a 
benefit upon the ultimate consumer (Cuervo v. Owl Cigar Co., 68 
Fed. Rep. 541). We think that the disposition of the controversy 
between the appellee and Whitman & Son Co. is not evidence of an 
abandonment of the trade-mark or a dedication of it to public use 
(Sazlehner v. Eisner & Mendelson Co., 179 U. S. 19; McLean v. 
Fleming, 96 U. S. 245). 

The testimony indicating a use of the blue bird trade-mark 
by Spoehr is that of Conrad Spoehr. He testified that he did use 
the blue bird upon candy boxes in sales which he made in Illinois. 
It appears that he sold only at retail in Chicago. When the ap- 
pellee heard of this, it duly informed Spoehr to desist. This in- 
cident cannot be said to constitute such laches on the part of the 
appellee as to bar the right to maintain this action. To be sure, 
it was the duty of the appellee to enforce such right against those 
whom it knew, or of whom it had notice, to be infringing. It can- 
not be chargeable with laches for failure to prosecute an infringe- 
ment before it knows or has such notice as would lead an ordinary 
prudent person to inquire and learn the existence of the infringement 
(Kilbourn v. Sunderland, 130 U.S. 505). The use by Spoehr was 
five months after the appellee adopted the blue bird. It appears 
that the appellant infringed without knowledge of Spoehr’s in- 
fringement. There was not such delay on the part of the appellee 
as would support the defense of laches. Delaying the commence- 
ment of the action from the date of infringement to the date of the 
commencement of the action, is not such delay as would prevent the 
restraint of future infringement (Aunt Jemima Mills Co. v. Rigney 
§& Co., 247 Fed. Rep. 407 [8 T. M. Rep. 163]). There are no such 
unusual circumstances here which would warrant supporting the 
defense of laches. 

The acts of the appellant here were indulged in, not only 
before, but after, full warning and with knowledge of the appellee’s 
rights and its intentions. The appellant did not at any time modify 
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its business conduct, but continued to infringe. And this was 
without the acquiescence or consent of the appellee. We think 
that under these circumstances the appellee was entitled to an ac- 
counting (Garrett §& Co. v. Schmidt, etc., Co., 256 Fed. Rep. 943 
[9 T. M. Rep. 353]; Layton Pure Food Co. v. Church & Dwight 
Co., 182 Fed. Rep. 35). 

The burden of proof was upon the appellant to show by evi- 
dence that extraordinary circumstances exist which require the ap- 
plication of the doctrine of laches. This burden it has not sus- 
tained. 

Decree affirmed. 


Dart v. Luckett-Wake Tosacco Co. 
(263 Federal Rep. 698) 


United States Circuit Court of Appeals, Fourth Circuit 


January 6, 1920 


TrapE-Marks—ConFuictinc Marks—‘Srar AND CRESCENT” AND 

Star” Branps. 

A trade-mark consisting of a crescent resting on the middle of 
its outer curve, with points extending upwards, and having a single 
star in the open space between them, entirely separated from the cres- 
cent, was held to be essentially different from a crescent standing 
upright on one of its points, with three stars superimposed on the 
body of the crescent itself. 


“THREE 


Suit brought by the Luckett-Wake Tobacco Company against 
Joseph A. Dart, doing business as the Dart Tobacco Company. 

From a decree of the District Court of the United States for 
the Eastern District of Virginia in favor of plaintiff, defendant ap- 
peals. Reversed and remanded. 


A. B. Dickinson and C. V’. Meredith, both of Richmond, Va., 
for appellant. 

Lanier McKee, of New York City, and Lewis C. Williams, of 
Richmond, Va. (Williams §& Mullen, of Richmond, Va., 
and Hervey, Barber & McKee, all of New York City, on 
the brief), for appellee. 
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Before PrircuHarp, Knapp, and Woops, Circuit Judges. 


Knapp, Circuit Judge: In the court below the appellee was 
plaintiff and the appellant defendant; they will be so referred to in 
this opinion. The suit was brought to restrain the infringement of 
a trade-mark, and these facts appear: 

The plaintiff, Luckett-Wake Tobacco Company, an Arizona 
corporation, has its principal place of business at Louisville, Ky. 
The defendant, Joseph A. Dart, carries on business at Richmond, 
Va., under the trade-name of Dart Tobacco Company. Both are 
engaged in handling and exporting leaf tobacco, particularly to 
markets on the west coast of Africa, where they appear to be more 
or less in competition. 

Plaintiff’s trade-mark, adopted by its predecessor in 1887, was 
registered in the Patent Office on April 28, 1903, under the Trade- 
Mark Act of March 3, 1881, c. 1388, 21 Stat. 502. It consists of 
or represents a crescent with its points turned upward, and with 
one star above the bottom of the crescent and between the two 
points. In the registration papers both figures are in solid black. 
This trade-mark is shown on hogsheads and other containers in 
stencil, and on samples of tobacco by small tags. In stenciling it 
on hogsheads, tierces, and the like, the colors used are blue, black, 
red and silver, denoting the different grades; and different shades 
are shipped to different localities. The goods are known as the 
“Star and Crescent” brand. 

The trade-mark used by defendant to a limited extent for the 
last ten or eleven years is a blue crescent on which are placed three 
red stars; the crescent standing on one of its points, with the upper 
point leaning slightly forward. The colors named have been used 
without change since the adoption of the trade-mark, and goods so 
labeled are known as the “Three Star” brand. 

It will thus be seen that the two devices, though composed of 
the same elements, are of markedly dissimilar appearance. A 
crescent resting on the middle of its outer curve, with points ex- 
tending upwards, and having a single star in the open space between 
them, entirely separated from the crescent, is essentially different 
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as an object of sight from a crescent standing upright on one of 
its points, with three stars superimposed on the body of the crescent 
itself; and this without regard to the color of crescent or star. The 
unlikeness is obvious to casual observation; the untrained eye dis- 
tinguishes them at a glance; neither would be taken for the other, 
whether seen together or apart. In short, it seems clear to us, 
from the testimony describing the two brands, and still more from 
inspection of exhibits which show their actual appearance, that as 
a practical matter the brand of defendant bears no such resemblance 
to the brand of plaintiff as would be at all likely to confuse or mis- 
lead. And this judgment of the senses is strongly confirmed by 
the lack of proof that any customer, either dealer or consumer, 
ever has been confused or misled. It is therefore of little sig- 
nificance that both brands may be designed to attract Mohammedan 
trade, since the dissimilarity of defendant’s device is so manifest as 
to preclude deception. Moreover, there is no evidence that de- 
fendant has at any time acted in bad faith or conducted his busi- 
ness unfairly. He testified to the use of his brand for some years 
before he knew or heard that plaintiff had a star and crescent trade- 
mark, and his statement in that regard is not disputed. The ques- 
tion here is solely one of infringement. 

The applicable rule of law in such case appears to be well 
settled. In McLean v. Fleming, 96 U. S. 245, 255 (24 L. Ed. 
828), the Supreme Court says: 


“Colorable imitation, which requires careful inspection to distinguish 
the spurious trade-mark from the genuine, is sufficient to maintain the 
issue; but a court of equity will not interfere, when ordinary attention by 
the purchaser would enable him at once to discriminate the one from the 
other.” 


In Liggett & Myers Tobacco Co. v. Finzer, 128 U. S. 182, 184, 
9 Sup. Ct. 60 (82 L. Ed. 395), a case very much in point, it is said: 


“The two stars, the one used by the complainant, and the one used by 
the defendant, are so different in form and surroundings, that it would not 
be possible for any person, not afflicted with color blindness, to mistake 
one for the other. * * * The judgment of the eye upon the two is more 
satisfactory than evidence from any other source as to the possibility of 
parties being misled so as to take one tobacco for the other; and this 
judgment is against any such possibility. Seeing in such case is believing; 
existing differences being at once perceived and remaining on the mind of 
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the observer. There is no evidence that any one was ever misled by the 
alleged resemblance between the two designs.” 

In Columbia Mill Co. v. Alcorn, 150 U. S. 460, 467, 14 Sup. Ct. 
151, 1538 (37 L. Ed. 1144), reviewing numerous cases, the court 
sums up its conclusions as follows: 


“So it cannot be said that the defendants were personating the com- 
plainant’s business by using such a description or brand as to lead cus- 
tomers to suppose that they were trading wtih the appellant. Even in the 
case of a valid trade-mark, the similarity of brands must be such as to 
mislead the ordinary observer.” 


In French Republic v. Saratoga Vichy Spring Co., 191 U. S. 
427, 440, 24 Sup. Ct. 145, 148 (48 L. Ed. 247), the following is 
quoted with approval from Canal Co. v. Clark, 18 Wall. 811, 322, 
20 L. Ed. 581: 


“In all cases where rights to the exclusive use of a trade-mark are 
invaded, it is invariably held that the essence of the wrong consists in the 
sale of goods of one manufacturer or vendor as those of another, and that 
it is only when this false representation is directly or indirectly made that 
the party who appeals to a court of equity can have relief.” 

Tested by these authorities, it must be held that the facts here 
of record fail to establish the charge of infringement. The plain- 
tiff is undoubtedly entitled to protection from colorable or deceptive 
imitations of its particular combination of elements that are older 
than history; but plainly, as we think, it is not entitled to exclude 
the use of another combination so dissimilar in structure and ap- 
pearance as to be instantly distinguished to the most ordinary ob- 
servation. 

As this conclusion determines the case, in whatever aspect 
considered, there is no occasion to discuss the other questions raised 
by appellant. The decree will be reversed, and the cause re- 
manded, with instructions to dismiss the complaint. 

Reversed. 
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Freeney v. YouNG 
(181 New York Supp. 481; 191 App. Div. 501) 


New York Supreme Court, Appellate Division, First Department 
April 9, 1920 
Ricut oF Privacy—SHowinG UNAvuTuorizep REPRESENTATION OF PERSON IN 

Motion PicrurE—EviIvENCE. 

In an action brought under the New York Civil Rights Law for 
damages for showing in a motion picture the representation of plain- 
tiff without her written consent, it was permissible to prove the publi- 
cation of the picture by eyewitnesses who saw the picture displayed; 
the film is not the “best evidence.” 

From a judgment of the Trial Term, New York County, dis- 
missing the complaint at the close of her case, plaintiff appeals. 
Reversed and new trial granted. 


Argued before Dow1tine, LavGHuun, Smitu, Pace, and Mer- 
RELL, JJ. 


Spoor & Russell, of New York City (John Ambrose Goodwin, 
of New York City, of counsel), for appellant. 

O’Gorman, Battle § Vandiver, of New York City (J. Joseph 
Lilly, of New York City, of counsel, and Almuth C. 
Vandiver, of New York City, on the brief), for respondent. 


Smitu, J.: This action is brought under the Civil Rights Law 
(Consol. Laws, c. 6) for damages for the exhibition of plaintiff’s 
picture without her written consent. The plaintiff, in giving birth 
to a child, was compelled to undergo a “Cesarean section” opera- 
tion. The defendant was her physician. She consented orally 
with the defendant that a moving picture might be taken of the 
operation, to be exhibited for medical societies and in the interest 
of medical science. The picture was taken by one Warman, who 
was the operator. Thereafter the defendant and Warman exhibited 
the picture publicly in two of the leading moving picture houses in 
New York as part of a picture which was named “Birth.” The 
exhibition was made clearly for the purposes of trade. Thereupon 


this action was brought to recover damages under the civil rights 
statute. 











: 


FEENEY V. YOUNG 273 


Upon the trial the plaintiff sought to prove her cause of action 
by presenting witnesses who had seen the picture as thrown upon 
the screen, and sought to show by their testimony that such picture, 
as it appeared upon the screen, represented the plaintiff, and could 
be identified as her picture. This the court rejected, as not being the 
best evidence. The court held that the film used to throw the 
picture upon the screen was the best evidence of what was there 
exhibited. That film was produced in court, but the picture natu- 
rally could not be there thrown upon a screen. The film itself, 
representing a single exposure, is only about an inch and a half 
square, and when thrown upon a screen it magnifies from ten to 
twelve times its dimensions in the film itself. Little could be as- 
certained from this film as produced, and the plaintiff sought to 
show, both by her own evidence and that of her husband, and still 
another witness, that the picture as presented upon the screen was 
capable of identification as her picture. The ruling rejecting this 
evidence is the principal and only question presented upon this 
appeal. As an a priori question the evidence would seem to be 
admissible. The picture, as presented on the screen, constitutes 
the offense under the statute. If that were a permanent photo- 
graph, the photograph itself might probably be the better evidence; 
but it is not. It is a flash picture, presented only for a moment. 
There is, therefore, no permanent print of that presentation upon 
that screen which can be deemed the best evidence, and, in the 
absence of such permanent print, the evidence of eyewitnesses, who 
have seen the representation, must be competent evidence of the 
presentation itself. The film itself, on account of its size, could 
not represent the picture there shown, and the film cannot be used 
to reproduce the picture, either in the trial court or in the appellate 
court. It would seem, therefore, that the evidence of eyewitnesses, 
who had seen this representation presented only for a moment, 
would be competent evidence of the fact of publication. The ap- 
pellant’s counsel had apparently with diligence found authorities 
to sustain this reasoning. 
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In Frolich and Schwartz, Law of Motion Pictures, p. 598, it 
was held: 


“The proper method of proving the exhibition of a motion picture is 
not by the production of the film, but by witnesses who saw it reproduced.” 

This is based upon the case of Glyn v. Weston Feature Film 
Company, Ltd., 114 Law Times Reports, 354. There are authori- 
ties holding that the rule as to the best evidence applies only to 
written documents, and there are even authorities which hold that 
a photograph itself is not necessarily the best evidence of a repre- 
sentation. It is not necessary here to go to that extent, because 
there is no printed photograph as the result of this representation, 
which could be used as better evidence than the evidence of eye- 
witnesses who saw it. That a chattel or an article need not be 
produced as the best evidence, but may be proven by description, is 
held in Queen v. Francis, L. R. 2 C. C. R. 128; Lucas v. Williams, 
66 L. T. Supp. 206; R. v. Hunt, 3 B. & Ald. 566; Commonwealth v. 
Morrell, 99 Mass. 542; Commonwealth v. Welsh, 142 Mass. 478, 
8 N. E. 342; 2 Elliott on Evidence, § 1230. 

Both, therefore, upon reason and upon authority, the plaintiff 
should have been allowed to show the publication of this picture 
by eyewitnesses who saw such publication, and for error in ex- 
cluding such evidence this judgment should be reversed, and a new 
trial granted, with costs to appellant to abide the event. All concur. 


Lucite Limirep, New York AND Paris, v. LucttteE SCHRIER AND 
Byrpie Levy 
(181 New York Supp. 694; 191 App. Div. 567) 


New York Supreme Court, Appellate Division, First Department 
April 30, 1920 


Unrair Competition—Use or Personat Names—“Lucite” ano “Lucitie- 

Byrp.” 

Where the business of the plaintiff had become widely known 
under the trade-name “Lucile,” a firm which had opened a similar 
business in the same locality as plaintiff was restrained, pendente lite, 
from using the name “Lucille-Byrd,” which was made up of the given 


name of one of the defendant partners and the first part of the given 
name of the other. 
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Appeal by plaintiff from an order of the Supreme Court, made 
at the New York Special Term, and entered December 4, 1919, en- 
joining the defendants pendente lite from using any script form for 
the word “Lucille” in their trade-name “Lucille-Byrd,” and denying 
the application of plaintiff that defendants be enjoined from using 
the word “Lucille” or any part of it in connection with their busi- 
ness. 


Maurice Block of counsel (John A. Mullen with him on the 
brief; Mullen § Bloch, attorneys), for the appellant. 
Emanuel Friedman, for the respondents. 


GREENBAUM, J.: This is an appeal from an order restraining 
the defendants pendente lite from using the word “ ‘Lucille’ in their 
trade-name, ‘Lucille-Byrd.’ ” 

The learned Special Term justice granted the order merely 
to the extent that the defendants were not to use the word “Lucille” 
in any manner in their business in form and script adopted by plain- 
tiff and that the word “Byrd” should at all times appear on the 
same line with the word “Lucille” in type of similar kind and 
prominence. 

The appellant claims that the injunction was not broad enough 
and that the respondents should be restrained from using the trade- 
name “Lucille-Byrd.”’ 

The facts are that plaintiff is a corporation known as Lucile, 
Ltd., New York and Paris, having its place of business at No. 37 
West Fifty-seventh Street in New York City. It has been en- 
gaged in the business of making, buying and selling all sorts of 
ladies’ gowns and wearing apparel for the past twenty years and 
has been accustomed to being called by the public “Lucile,” a name 
which has become recognized throughout the entire civilized world 
to be the trade-name of this plaintiff. 

The defendants are a partnership under the name of Schrier 
& Levy and they claim that their trade-name “Lucille-Byrd’’ is 
made up of the first name of Miss Schrier and the first syllable of 
Byrdie, the first name of the other defendant Levy. There is no 
evidence of any persons having been deceived as yet by the use of 
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this trade-name, but it is apparent that the name has only been 
used for a short time as a trade-name and was only registered after 
this action was commenced. 

It is not necessarily an objection to the granting of an injunc- 
tion order that no evidence was adduced to show that any person 
had actually been deceived by the imitation of the plaintiff’s trade- 
name. In 7’. A. Vulcan v. Myers (139 N. Y. 364) the court said: 

“It is the liability to deception which the remedy may be invoked to 
prevent. It is sufficient if injury to the plaintiff’s business is threatened 
or imminent to authorize the court to intervene to prevent its occurrence. 
The owner is not required to wait until the wrongful use of his trade-mark 
has been continued for such a length of time as to cause some substantial 
pecuniary loss.” 

There is no doubt of the correctness of this statement of the 
law. The only question now is whether there is sufficient evidence 
to hold upon the admitted facts that the trade-name Lucille-Byrd 
is calculated to entrap the unwary into thinking they are deal- 
ing with plaintiff's firm. It seems to me that the use of the first 
syllable of Byrdie Levy’s name, coupled with the entire first 
name of Lucille Schrier, indicates the intention to reap the benefit 
of the long-established reputation of the plaintiff by deceiving the 
purchasing public into thinking that the “Lucille-Byrd” is really 
the genuine establishment of “Lucile,” the plaintiff. This conclu- 
sion is strengthened by the circumstance of the close proximity of 
the plaintiff's business to that of the defendant on Fifty-seventh 
Street. 

There is a line of cases such as Bernhard v. Bernhard (156 
App. Div. 789, 744 [8 T. M. Rep. 336, 341]) in which this court, 
LavGuuin, J., writing, held: 


“In the circumstances we are of opinion that the defendants and each 
of them and their and each of their agents, servants and employees should 
be enjoined and restrained from conducting or continuing in any manner 
to advertise their business in the name ‘Bernhard & Riegel, without pre- 
fixing thereto the given name of the defendant Bernhard, or in any other 
name embracing the name ‘Bernhard.’ * * *” 


The same rule was recognized in World’s D. M. Assn. v. Pierce 
(2038 N. Y. 419, 425 [2 T. M. Rep. 23, 27]). In that case the 
court held: 
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“We have concluded that due and adequate protection will be afforded 
to the plaintiff and the public if the defendant is enjoined additionally 
from using the words ‘Pierce’ or ‘Pierce’s’ in advertising, describing, desig- 


nating, labeling or selling his proprietary remedies unless said word be 
immediately preceded on the same line therewith by defendant’s first or 
proper christian name and his middle name or the initial letter thereof in 
letters identical in size, color, style of type and conspicuousness with those 
of said word, so that said word shall not appear for any of the purposes 
aforesaid except when thus conjoined with the words ‘Robert J.’ or ‘Robert’ 
followed by the middle name of the defendant.” 

The order should be modified by enjoining the defendants 
from continuing the use of the trade-name Lucille-Byrd, but allow- 
ing the defendants to use the name Lucille Schrier alone or in con- 
junction with her partner’s name, in letters of the same style, type, 


color and conspicuousness, and as so modified the order should be 
affirmed, without costs. 


‘LARK De o Wes OWLING, S: ITH an AGE, « «+, concur. 
C x. P. i... D NG, SMITH d Paar, JJ neur 


Order modified as directed in opinion and as so modified 
affirmed, without costs. Settle order on notice. 


PoWELL, ET AL. V. VALENTINE 
(189 Pacific Rep. 163) 


Supreme Court of Kansas 
April 10, 1920 


Unram Competition—TrapdeE-NAMES—NAME OF SUSPENDED NEWSPAPER. 
After a newspaper had merged with another, it was unfair for a 
newcomer to begin, in the same locality, the publication of a paper 

with a name substantially the same as that of the suspended paper. 


Suit for an injunction. A temporary injunction having been 


granted by the District Court of Montgomery County, defendant 
appeals. Affirmed. 


: 
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T. J. Hanlon and Walter S. Keith, both of Coffeyville, for 
appellant. 
Chas. D. Welch and Dallas W. Knapp, both of Coffeyville, for 


appellees. 


Dawson, J.: This action was for an injunction to restrain 
unfair trade practices. 

The plaintiffs, who for some years past had respectively con- 
ducted morning and evening newspapers in Coffeyville, the Sun 
and the Journal, formed a partnership in January, 1919, con- 
solidated their newspapers, suspended the publication of the Sun, 
and thereafter continued to serve the readers of both papers by the 
publication of the Journal. The plaintiff Platz, who had been 
the individual owner of the Sun before the merger, continued to 
maintain a business office for the Sun, carried a bank account under 
its name, received and issued checks in the name of the Sun, and 
attended to the business of the suspended publication. 

On February 2, 1919, the defendant who theretofore had been 
publishing a paper in Coffeyville for free distribution, called the 
Earth, commenced the publication of a new morning paper in Cof- 
feyville, called the Sun. The plaintiffs at once protested against 
the use of the name Sun, and as their protest was disregarded, this 
action was begun. A restraining order was issued, and, upon a 
full hearing some days later, the district court granted a tempo- 
rary injunction: 

“That the defendant A. J. Valentine, be and he hereby is restrained 
and enjoined from employing in his business conducted at Coffeyville, 
Kansas, the name of the Sun, or the Morning Sun, or any name employ- 
ing the word Sun, and these things he is restrained and enjoined from 
doing, either directly or indirectly.” 

Defendant appeals, urging that the demurrer to plaintiffs’ 
evidence should have been sustained. The plaintiffs’ evidence 
tended to support the allegations of their petition. It is measurably 
true that the full name of the earlier paper was the Coffeyville, 
Kan., Sun, and that the defendant’s paper was technically labeled 
the Morning Sun and the Daily Earth; but the evidence was suffi- 
cient to show that the ordinary trade-name of the earlier paper was 
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the Sun. The caption of the paper was printed in bold type about 
an inch in height, The Sun; the words being separated by an orna- 
mental vignette showing the rays of a rising sun, and in the center 
the congested district of a thriving town, with the words Coffeyville, 
Kan., in small, neat type encircling the bottom. The words of the de- 
vice may have served the purpose of being part of the paper’s formal 
title, but it more precisely served the purpose of indicating that 
the pleasing picture in the vignette was intended to portray Coffey- 
ville. While it is also true that the full title of the defendant’s 
paper was the Morning Sun and the Daily Earth, yet the prominent 
word was the Sun. The word Morning was discernible only by 
a close scrutiny of a vignette roughly similar but not nearly so 
elaborate as that of the old paper’s device. The words “and the 
Daily Earth” were printed beneath the main caption in common 
brevier or bourgeois type. Only by careful reading would it be 
noticed that these words were formally intended to be a part of the 
paper’s name. 

It is a matter of common knowledge that where a newspaper 
has a long name it is seldom known by that name. The public, 
and the owners also, invariably abridge it. For all practical pur- 
poses, each paper in this case must be considered to have borne the 
name of the Sun. After the merger of the Sun and the Journal, 
the proprietor of the suspended paper continued to receive and 
pay out money in the name of the Sun, and conducted an office for 
the transaction of its unfinished and continuing business. If the 
new paper infringed that business or interfered with it in any sub- 
stantial degree, such infringement or interference amounted to un- 
fair trade practice. Nesne v. Sundet, 93 Minn. 299, 101 N. W. 
490, 106 Am. St. Rep. 439, 3 Ann. Cas. 30. And the ascertain- 
ment of that fact was the function of the trial court, not the func- 
tion of this court. Here both the evidence and the circumstances 
tended to show that the launching of the new paper was opportunely 
made upon the merger of the older paper with the Journal. That 
was justifiable enterprise on the part of the defendant, but he 
should have chosen another name for his paper. The plaintiffs did 


not intend to abandon the trade-name of the older Sun; it was 








280 TEN TRADE-MARK REPORTER 


valuable to them in many ways; and they did not need to wait until 
their business had suffered before invoking equitable relief against 
the defendant. It was enough to show that the use of the old 
paper’s name, or one so similar as to be readily confused therewith, 
would probably mislead the public and divert a substantial amount 
of the legitimate patronage which the plaintiffs had built up through 
satisfactory service to their customers in connection with the original 
Sun publication. Harryman v. Harryman, 93 Kan. 2238, 228, 144 
Pac. 262, Ann. Cas. 1915B, 369; 38 Cyc. 756 et seq. [5 T. M. 
Rep. 14]. 

In News Service v. Printing Co., 103 Kan. 402, 178 Pac. 980, 
it was said: 

“The court has no difficulty in recognizing that, apart from the physical 
and tangible assets of a newspaper establishment, there is a more or less 
valuable intangible asset consisting of the so-called newspaper franchise, 
which is the right to print the newspaper itself, the right to publish a 
paper of a certain name and reputation, the right to enjoy the privileges 
attendant upon the successful and regular publication of the newspaper 
for some considerable length of time.” 103 Kan. 403, 173 Pac. 980. 

Counsel for appellant concede that it is the duty of a subse- 
quent trader, coming into an established trade, not to dress up his 
goods or market them in such a way as to cause confusion between 
his goods or business and that of a prior trader. This court has 
little hesitancy in saying that the facts and circumstances justified 
the trial court in holding that the defendant violated that rule. 
Nor are we unmindful that the salutatory of the new paper, among 
other ingratiating remarks and civilities, announced that it was not 
the successor of the earlier paper nor connected with it. Of course, 
it was not the successor of the earlier paper, but it had appropriated 
its name; and it was highly probable, if this unfair trade practice 
had been persisted in by the defendant and not enjoined by the trial 
court, that a substantial amount of the business built up by the 
plaintiffs would unfairly be diverted to the new publication. 

Among the cases relied on by appellant is that of Kansas 
Milling Co. v. Kansas Flour Mills Co., 89 Kan. 855, 133 Pac. 542, 
Ann. Cas. 1915A, 540 [3 T. M. Rep. 393]. Its analogy to the case 
at bar is not strong. Part of the corporate name, the “Kansas 
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* * * Company,” was not exclusively that of the older corporation. 
Perhaps a hundred Kansas corporations lawfully use those words 
in their corporate title. The other words of their respective titles, 
“Milling” and “Flour Mills,” are about as different as they could 
well be and still comply with the provision of law that the corporate 
title shall be indicative of the corporate business. Gen. Stat. 1915, 
§ 2105. In that case the chiefly significant words were different; 
in this case the chiefly significant words, the Sun, are identical. 

In Nims on Unfair Competition (2nd Ed.) § 279, it is said: 


“Most of the litigation involving title to newspaper names arises be- 
cause of the fact that the full name of a paper is seldom used in speaking 
of it. The New York Evening Post and the Saturday Evening Post are 
referred to merely as the Post. In London and New York the Times is 
well known, yet the person using the term in one city does not mean what 
is commonly meant by the same name in the other city. The London Times 
could not restrain the publishing of a Newcastle Times or a Bristol Times 
in those towns. Yet it could doubtless restrain a rival from setting up, 
at London, a competing paper as the London Morning Times. For in- 
stance, to start the Grocer, when the American Grocer was being published 
and was commonly known as the Grocer, was held unfair. 

“The rules which apply to such cases are very similar to those applied 
to others spoken of in connection with trade-names, and the use of such 
names will be forbidden or regulated where deception or the likelihood of 
fraud is shown. * * * 

“Newspapers and other periodicals possess individuality and have 
peculiar traits which are of value to them just as persons have individuality. 
Each has a name which may be a fanciful one devised especially for it, 
or it may be a combination of common words of the language. In either 
case, it is of prime and essential importance to the paper that its identity 
be not lost, that it be not confused with any other paper. The New York 
Sun strives for and possesses a real individuality. A paper has principles, 
it has a creed, it has a history, a past, good or bad, which it must live up 
to or live down. In the one case it is important to its owners that it shall 
not lose its identity, and in the other it is of importance to the community 
that it be known for itself and be prevented from masking under the name 
of a more respectable neighbor. * * * 

“The locality in which a paper or magazine is circulated is an impor- 
tant element in determining the rights of the parties to the name of it. 
Two papers may have identical names and no loss results, if they do not 


reach the same territory and are not read in the same communities.” Pages 
535-540. 


See, also, note in 85 Am. St. Rep. 113, 114; and 38 Cyc. 773 
et seq. 


A minor point urged by appellant is that the plaintiffs’ peti- 
tion was not positively verified when the temporary restraining 
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order was issued. It was defective in that respect, and the tempo- 
rary restraining order should not have issued thereon. However, 
that matter is immaterial now. As soon as the defect was pointed 
out, it was corrected by positive verification, and the temporary in- 
junction which binds the appellant now is based upon positively 
sworn evidence both oral and written, together with the evidence 
inherent in the circumstances. Hartzler v. City of Goodland, 97 
Kan. 129, 132, 154 Pac. 265. 


The record discloses no error, and the judgment is affirmed. 
All the Justices concurring. 


Auto Hearse Mre. Co. v. BATEMAN, ET AL. 
(109 Atlantic Rep. 735) 


Court of Chancery of New Jersey 


January 12, 1920 


1. Unratrr Competition — Evip—ENcE — AFFIDAVITS — QUESTIONS FOR THE 

Court. 

Where, in a suit based upon a charge of unfair competition, de- 
fendants in their answering affidavits deny having intentionally in- 
jured the complainant or deceived the public, upon motion for an in- 
junction pendente lite such averments may be accepted as evidence of 
intention; but it is for the court to determine whether defendants’ acts 
were actually calculated to deceive. 

2. Unratr CompetitioN—Errect oF SALE oF Goop-wiLt, 

The sale by a person of his business conducted under his own 
name, including its good-will, did not, in the absence of express agree- 
ment, prevent him from conducting a competing business; it merely 
denied him the right specifically to solicit the trade of the customers of 
the business he sold. 

3. Unratr Competirion—PersoNAL NAME—EFFECT OF SALE OF 

Conpuctep UnpbEer ONE’s Own Name. 

The sale by a person of a business conducted under his own name 
did not prevent him from using that name in a competing business, so 
long as the name was not employed in a manner calculated to deceive 
the public. 

4. Uwnrarr Competition—SaLe or Bustness—UseE or TrapdE-NAME IN Com- 

PETING BusINEss. 

One who has sold his business to another should not, upon engag- 
ing in a competing business, employ a trade-name in such a manner 
as to lead the public to believe that the product of the competing busi- 
ness is that of the former business. 


BusINEss 
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UnFain CoMPETITION—APPLICATION FOR PRELIMINARY INJUNCTION— 
ReEsoLtuTion oF Dovst. 


Upon an application for a preliminary injunction in a case of un- 
fair competition doubts as to the effect of the defendant’s course of 
action must be resolved in favor of the defendant. 


Suit in equity. Hearing upon order to show cause why an 


injunction pendente lite should not be granted. Injunction granted. 


Albert R. McAllister, of Bridgeton, for complainant. 
Francis A. Stanger, Jr., of Bridgeton, for defendants. 


LeaminG, V. C.: Complainant seeks an injunction restrain- 
ing defendants from engaging in unfair competition. At the re- 
turn of an order to show cause, answering affidavits were filed and 
read in behalf of defendants; by those affidavits some of the aver- 
ments of the bill were controverted, others were not. 

The verified averments of the bill which have not been con- 
troverted disclose that prior to May 2, 1916, J. Paul Bateman was 
sole owner of a business conducted in Bridgeton in his own name, 
which business included the construction of hearses and other 
bodies for motor and horse-driven vehicles. On that date he con- 
veyed his business and its good-will to complainant corporation, 
which had then been formed to take over and continue the busi- 
ness. The name of the corporation so purchasing the business was 
J. Paul Bateman Company; its name has recently been changed to 
Auto Hearse Manufacturing Company. 

Prior to the transfer of the business to complainant corpora- 
tion, J. Paul Bateman advertised in the trade journal pertaining 
to funeral directors and undertakers over his own name that he 
was the builder of “Bateman motor hearse body’; immediately and 
continuously after the transfer, complainant, under the name of 
J. Paul Bateman Company, and while J. Paul Bateman was its presi- 
dent, inserted in the trade journals advertisements in which “Bate- 
man bodies” were featured, and during the same time the order 
blanks used by complainant stated, among other things, that the 
order was for a “Bateman motor hearse body,” and during the period 
in which J. Paul Bateman was mechanical superintendent of com- 


plainant, and while he was traveling through the eastern part of the 
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United States soliciting orders for complainant, orders secured by 
him for complainant were on the order blank above referred to. 

June 5, 1919, J. Paul Bateman severed his connection with 
complainant, except as a stockholder, and formed a partnership 
with his brother in a competing business under the name of “Bridge- 
ton Hearse & Ambulance Company.” Order sheets used by defend- 
ants state, among other things, “J. Paul Bateman, Manager Bridge- 
ton Hearse & Ambulance Company, Jefferson Street, Bridgeton, 
N. J.,” and further read: 


“J. Paul Bateman, Bridgeton, N. J.—Dear Sir: Please enter my order 
for (blank) Bateman motor car (blank) body.” 

Defendants have circulated a letter announcement, at the head 
of which letter the words “J. Paul Bateman, Manager,” appear 
followed by the words “Bridgeton Hearse & Ambulance Company,” 
and the type used for the name J. Paul Bateman is larger and 
features that name. Photographs have been printed and circulated 
by defendant company showing a motor hearse body, and the words, 
“Built by J. Paul Bateman, Manager of Bridgeton Hearse & Am- 
bulance Company, Bridgeton, N. J.,” appear directly beneath the 
cut. In the issue of the “Casket” of September 1, 1919, there 
appears an advertisement of defendant company in which, in bold- 
faced type, the words, “Original Bateman Hearse,” appear, and the 
further words, “J. Paul Bateman, Manager,” are used in connection 
with the advertisement; that advertisement also states in part as 


follows: 


“The past year I have called on hundreds of undertakers. Many have 
wanted to trade in their auto hearses. They would say ‘I bought one a 
year ago, but my trade demands a better one.” You avoid mistakes when 
you buy the original Bateman hearse. They are built by the Bridgeton 
Hearse & Ambulance Company, J. Paul Bateman, Manager.” 

It is also undisputed that confusion of the trade has resulted, 
but the defensive affidavits indicate that such confusion has been 
less than is claimed by complainant. 

The answering affidavits make no specific denial of the matters 
above set forth; but the affidavit of J. Paul Bateman states that 
all business of defendant company has been transacted under its 
name of Bridgeton Hearse & Ambulance Company with his name 





AUTO HEARSE MFG. CO. V. BATEMAN, ET AL. 285 


appearing only as manager, and that there has never been any at- 
tempt on his part or on the part of defendant company by adver- 
tisements or otherwise to lead any person to think that defendant 
company is connected in any way with complainant company, or 
that it is handling or selling any product manufactured by com- 
plainant company, and that in fact all advertising done by defend- 
ant company has been to the direct opposite; and that neither he 
nor defendant company has intentionally or fraudulently done any- 
thing to injure complainant company or deceive the public. The 
affidavit of John Bateman, the partner, also states that neither he 
nor his company has intentionally or fraudulently done any act 
or thing to injure or deceive the public regarding business trans- 
acted. 

These averments of the two partners comprising defendant 
company, in so far as they relate to the specific verified averments 
of the bill describing the stationery and advertisements of their 
company, can only be properly understood as admitting the ac- 
curacy of the averments of the bill describing such stationery and 
advertisements, but denying that their effect on the trade and the 
business of complainant is that claimed by complainant. Their 
averments that they have not intentionally or fradulently done any 
act or thing to injure complainant or to deceive the public may be 
properly accepted on this preliminary hearing as facts so far as 
intentions are concerned; but it is obviously for the court to deter- 
mine whether what has admittedly been done by defendants has 
been calculated to deceive the public by leading the trade to believe 
that products theretofore on the market and known to the trade 
under a trade-name owned by complainant were the products which 
defendant was selling, and thereby injure complainant. 

The sale by J. Paul Bateman of his business conducted under 
that name, including its good-will, did not deny him the right. to 
conduct a competing business in the absence of an express agree- 
ment on his part not to do so; it merely denied to him the right to 
specifically solicit the trade of the customers of the business he 
sold. Nor did such sale deny to J. Paul Bateman the right to use 


his own name in a competing business, so long as his name was 
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not used in a manner calculated to deceive the public and in that 
manner gather the fruits of the business he had sold. Hilton v. 
Hilton, 89 N. J. Eq. 182, 104 Atl. 375, L. R. A. 1918F, 1174 [8 
T. M. Rep. 259]. But the sale of the business and good-will 
necessarily included as assets sold any established trade-names of 
the business, and such trade-names often comprise some of the most 
valuable assets of modern business. 

The undisputed proofs disclose that, at the time the business 
was sold by J. Paul Bateman to complainant company, he had ad- 
vertised that he was the builder of “Bateman motor hearse body,” 
and that complainant company, under his management, continued to 
advertise “Bateman bodies” and used order blanks which stated 
that the order was for a “Bateman motor hearse body.” It ac- 
cordingly seems impossible to escape the conclusion that it is unfair 
and unlawful competition for defendants to now advertise as their 
product “original Bateman hearses.” Especially is that so when 
the hearse so advertised is specifically and conspicuously associated 
with the name “J. Paul Bateman, Manager.” It will also be noted 
that in the “Casket”? advertisement of September 1, 1919, the 
“original Bateman hearse’ is referred to in a manner to clearly in- 
dicate that it is the hearse which for the preceding year J. Paul 
Bateman had been selling, whereas prior to June 1, 1919, he had 
been selling that hearse for complainant. Indeed, it seems almost 
impossible to escape the conviction that the conspicuous use of the 
name “J. Paul Bateman, Manager,” as described in the bill, is not 
only calculated to deceive the patrons of complainant, but is in fact 
intended to lead such patrons to believe that a product heretofore 
supplied by complainant is the very product defendants are now 
supplying. The right of J. Paul Bateman to use his own name in 
business cannot be doubted, but his right to use it in a manner and 
for the purposes last suggested may well be doubted. It is also 
difficult to conceive any reason for order blanks of defendant com- 
pany to read, “J. Paul Bateman, Bridgeton, N. J.—Dear Sir,” and 
refer to a “Bateman motor car,” other than a purpose to induce the 
trade to believe that the product theretofore known under the trade- 








._ 
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name of “Bateman motor hearse body” was the product defendants 
were selling. 

But in an application for a preliminary injunction doubts of 
the nature suggested must always be resolved in favor of defend- 
ants. But I see no reason to doubt that in advertising the “original 
Bateman hearse’’ defendants are engaging in unfair competition 
and leading the public to believe that their product is that which 
has been heretofore manufactured by complainant and known under 
the trade-name already referred to as owned by complainant, espe- 
cially when the advertisement refers to that product in a way to 
indicate that it is the product that J. Paul Bateman was selling a 
year prior to that time. 

I will accordingly at this time, pending final hearing, enjoin 
defendants specifically from advertising in the manner they ad- 
vertised in the “Casket” of September 1, 1919, and enjoin them 
generally from in any way making representations by advertise- 
ments or otherwise of a nature calculated to lead others to believe 


that the product they are supplying is the product of complainant 
company. 





Curisto MANUFACTURING CoMPANY Vv. THE CHRISTIAN MOERLEIN 


Brewinc Company 
Court of Appeals of the District of Columbia 
May 3, 1920 


Trape-MarkKs—REGIstTrATION—Goops OF THE SAME DEscCRIPTIVE QUALITIES. 

Registration of the word “Chrismo” for “a non-alcoholic beverage 

sold as a soft drink” was refused upon opposition of the owner of the 

trade-mark “Christo,” used for “a near beer beverage,” the goods 
being of the same descriptive qualities. 


Appeal from a decision of the Commissioner of Patents. 
Reversed. 

For the case in the Patent Office, see 9 T. M. Rep. 318. 

Mr. Melville Church and Mr. Alex. S. Stewart, both of Wash- 


ington, D. C., for appellant. 
Mr. Titian W. Johnson, of Washington, D. C., for appellees. 








. 
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Smytu, C. J.: The Christian Moerlein Brewing Company 
made application for the registration of the word “Chrismo,” al- 
leging that it had been adopted by it and used continuously in its 
business since September 25, 1916. The application is opposed 
by the Christo Manufacturing Company, who is the owner of the 
trade-mark “Christo,” registered April 29, 1918. The examiner 
of interferences sustained the opposition. On motion he granted a 
rehearing, reexamined the question, and decided to adhere to his 
first view. He was reversed on appeal, and the opposition was 
overruled. 

The resemblance of the two marks is conceded, but it is urged 
by the applicant that they are not applied to goods of the same 
descriptive qualities. The applicant’s product is, according to its 
application ‘‘a non-alcoholic beverage sold as a soft drink.” By 
agreement a circular issued by the applicant was made part of the 
record. It says “that the goods of the applicant are a non-intox- 
icating cereal beverage containing no malt or alcohol.” No testi- 
mony was offered by the applicant. On cross-examination of one 
of the opposer’s witnesses it was developed that the opposer manu- 
factured ‘“‘a near beer beverage’ called “Christo Lager Ale,’ and 
that it had been doing so for over a year prior to the taking of the 
testimony. If this was not true, it could easily have been contra- 
dicted, but no effort was made by the applicant to do so. Hence 
we must assume that it is true. In view of this there is no escape 
from the conclusion that the goods of the applicant possess the 
same descriptive qualities as those of the opposer. And this being 
so, the opposition must be sustained and the decision of the Patent 
Office reversed. Thomas Mfg. Co. v. Aeolian Co., 47 App. D. C. 
376 [8 T. M. Rep. 151]; Getz Bros & Co. v. Alaska Packers Assn., 
258 Fed. 526 [9 T. M. Rep. 364]. 
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In Re Unirtep States Ruspper Company 
Court of Appeals of the District of Columbia 
May 3, 1920 


Trapve-Marks—REGISTRATION—GOVERNMENT INSIGNIA. 
A trade-mark consisting of the letters “U. S.,” written on a disc, 


with other less conspicuous wording around the border, cannot be 
registered. 


Appeal from a decision of the Commissioner of Patents. 


Affirmed. 
For the case in the Patent Office, see 9 T. M. Rep. 325. 


Mr. Charles S. Jones, of New York, for appellant. 
Mr. T. A. Hostetler, of Washington, D. C., for the Commis- 
sioner of Patents. 


Ross, Associate Justice: Appeal from a decision of the Patent 
Office refusing to register as a trade-mark for shoes the letters 
“U. S.,” written on a disc, with other less conspicuous wording 
around the border. 

Section 5 of the Trade-Mark Act (33 Stat. 724), denies regis- 
tration to any mark which “consists of or comprises the flag or 
coat-of-arms or other insignia of the United States, or any simula- 
tion thereof, or of any State or municipality, or of any foreign na- 
tion.” We agree with the Patent Office that “the meaning of ‘U. S.’ 
is too clearly established to permit of registration of any mark 
having that as the most prominent feature.” In Re Cahn, Belt & 
Co., 27 App. D. C. 173; In Re American Glue Co., 27 App. D. C. 
391. 

The decision is affirmed. 
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R. H. Macy & Co. v. New York Grocery Company 
Court of Appeals of the District of Columbia 
June 2, 1920 


TrapvE-Marks—Conriictinc Marks—‘Wuite Lity” ann “Liry Wuirte.” 

The registration of the trade-mark “White Lily” for coffee was 

directed to be cancelled upon the application of a party who proved 
prior use of “Lily White” for tea. 


Appeal from a decision of the Commissioner of Patents. 
Reversed. 


For the decision of the Commissioner of Patents, see 9 T. M. 
Rep. 307. 


Van OrspveEt, Associate Justice: This is an appeal from the 
decision of the Commissioner of Patents denying the petition of 
appellants for cancellation of the trade-mark “White Lily” for 
coffee, registered by appellee company September 18, 1917. Ap- 
pellants have used “Lily White” as a trade-mark for tea and a large 
line of groceries since 1895. 

The marks are so similar as to be likely to lead to confusion, 
and the goods, while different in themselves, are used for the same 
purpose. The case must, therefore, be reversed upon the authority 
of Walter Baker & Co. v. Harrison, 32 App. D. C. 272. 

The decision of the Commissioner of Patents is reversed, and 
the clerk is directed to certify these proceedings as by law re- 
quired. 


Dissenting Opinion by Cuter Justice SMytTH: 


The single question in this case, as I view it, is whether coffee 
and tea possess the same descriptive properties. Both tribunals of 
the Patent Office held that they do not. If Macy & Company had 
originated the mark, they undoubtedly would be entitled to the ex- 
clusive use of it, because tea and coffee belong to the same general 
class; but they did not originate it and therefore to succeed they 
must establish that the articles possess the same descriptive prop- 
erties. The mere fact that confusion might result or that the goods 


are used for the same purpose, is immaterial under the statute. It 
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is only when the marks are “appropriated to merchandise of the 
same descriptive properties,’ that the matter of probable confusion 
becomes important. If the fact that they are used for the same 
purpose is controlling, then the mark could be extended to milk, 
or lemonade, or even wine and beer, if they were still on the market. 
They, as coffee and tea, are beverages. Besides, the statute says 
nothing about the use to which articles are put, and the court should 
follow the statute. 

Tea as it appears in the container to which the mark is applied, 
is a dried, rolled leaf. Coffee is a dried seed or berry. The ap- 
pearance, taste, and odor of the articles are markedly different; 
tea is strongly astringent, coffee is not. The properties by which 
the one may be described are not the same as those by which the 
other may be identified. 

The fact that in the Walter Baker Co. case, 32 App. D. C. 
272, it was held that cocoa and coffee possessed like descriptive 
properties, does not establish that tea and coffee do. 


I think the Patent Office was right, and hence I dissent. 


H. R. Mauurnson & Co., Inc., v. I. D. Wourson, INc. 
Commissioner of Patents 
May 5, 1920 


1. Trape-Marks—Use—Mark or SitK MANUFACTURER APPEARING ON 

Mapbe-vup Goons. 

Where a manufacturer of silk, upon selling silk by the yard, 
furnished with the goods labels which were applied to the made-up 
articles, such use could not be regarded as a trade-mark use by the 
manufacturer. 

2, Trape-Marks—ConFiictinc Marxs—“INpestructo” ANp “INDEsTRUCTI- 

BLE.” 

Held, that there would be likelihood of confusion from the simul- 
taneous use of “Indestructo” on poplins and “Indestructible” on taf- 
feta. 

3. Trape-Marxs—OppositTion—RiIGuts OF OPposer. 

Although an opposer may not be able to prevent other persons 
from using a trade-mark, he may nevertheless be entitled to oppose 
its registration by an applicant, which would give the latter a prima 

facie right to the exclusive use of it. 
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Appeal from a decision of the examiner of interferences. Af- 
firmed. See 10 T. M. Rep. 53. 


Messrs. Brieson & Schrenk, of New York City, for H. R. 
Mallinson & Co., Inc. 

Mr. H. Dorsey Spencer, of New York City, for I. D. Wolf- 
son, Ine. 


Wuiteneap, A. C.: Appeal is taken by I. D. Wolfson, Inc., 
the applicant, from the decision of the examiner of interferences 
sustaining the opposition of H. R. Mallinson & Co., Inc., and hold- 
ing that the applicant is not entitled to the registration for which 
it has made application. 

The mark in question is the word “Indestructo” and is stated 
to have been used on “Poplins in the Piece.” 

In the application as originally filed the goods were stated 
as “Silks in the Piece.” Registration was refused in view of the 
registration of the word “Indestructible” for “Voiles in the Piece,” 
by Mallinson, No. 110,754, June 13, 1916, and the application was 
thereafter restricted, as above noted, to “Poplins in the Piece.” 

The examiner of interferences found from the testimony that 
the applicant had never affixed the word “Indestructo” to poplins 
in the piece which it sold in trade. He also found that H. R. 
Mallinson & Co., Inc., had used the word “Indestructible” on taffeta 
long prior to the adoption by the applicant of the word ‘“Inde- 
structo.” 

He held that poplins and taffetas are goods of the same de- 
scriptive properties; that the words “Indestructo” and “Inde- 
structible” are so similar that anyone who had purchased taffeta 
bearing the mark “Indestructible” and seeing thereafter poplin 
bearing the mark “Indestructo” would think that the latter origi- 
nated with the manufacturer of the former. 

The record shows that the applicant is a manufacturer of 
men’s scarfs, robes, and collars, and I. D. Wolfson admits that he 
had never applied the mark “Indestructo” to poplins in the piece, 
but states that— 
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“whenever we sold our ‘Indestructo’ silk by the yard for making up articles 
out of same, we have always furnished labels with this goods to be applied 
to the made-up article, either by sewing the label on the made-up article 
or stamping the made-up article ‘Made of Indestructo silk.’ ” 

It is argued for the applicant that this is a trade-mark use 
of the word “Indestructo” for silk goods in the piece, particularly 
poplins, and, further, that if it should be held that such use was 
not sufficient, there would be— 


“no reason why a use of a different nature should not be begun at a date 
subsequent to the filing of the application and the statement amended ac- 
cordingly, or a new application filed.” 

It is further argued that the word “Indestructible” is descrip- 
tive of the goods to which it is applied and that, therefore, the use 
of that word cannot prevent a later user from using the word “In- 
destructo” on such goods. In support of this argument the decision 
in Standard Paint Co. v. Trinidad Asphalt Mfg. Co., 220 U. S. p. 
446, 165 O. G. 971 [1 T. M. Rep. 10], is cited. 

It is not seen how the use by a manufacturer of cravats of a 
label bearing a term “Made of Indestructo Silk’ could in any sense 
be regarded as a trade-mark use of that term by the manufacturer 
of the silk. It may be noted that in the application it was stated 
that the mark was applied or affixed to the goods or to packages 
containing the same by placing thereon a printed label on which the 
trade-mark is shown. As above stated, however, the testimony 
shows that this was never done. 

The fact that applicant had never applied the mark to poplins 
in the piece would be sufficient ground for holding that it is not 
entitled to the registration for which it has made application. How- 
ever, since the question of its right to register the mark in view 
of the prior use by the opposer of the word “Indestructible” has 
been raised and argued by both parties, and since if it should com- 
mence to use the mark on the material itself, it could file a new 
application, that question will be decided. 

That there would be a likelihood of confusion from the simul- 
taneous use of “Indestructo,” on poplins, and “Indestructible,” on 
taffeta, would seem to be obvious from a mere consideration of 


the marks, and a comparison of the goods. The testimony of the 
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witnesses offered on behalf of Mallinson is to that effect and the 
testimony of Lewis, called by the applicant, is substantially to the 
same effect. 

It is argued that it was error on the part of the former Com- 
missioner to allow Mallinson to register the mark “Indestructible,” 
as applied to voiles, and that even if this mark is not descriptive 
as applied to voiles, on the theory that a voile was a light, flimsy 
material, it would be descriptive as applied to taffeta, which is a 
heavy and closely woven material. 

Whether or not the word “Indestructible” is descriptive of 
the goods need not be decided. As noted above, there would seem 
to be a likelihood of confusion between the marks as applied to 
the goods of the respective parties and if the opposer could not 
prevent the use of this mark “Indestructo” under the ruling in the 
ease cited, it does not follow that he is not entitled to oppose its 
registration by applicant, which would give the latter a prima facie 
right to the exclusive use of it. If under the registration of the 


word “‘Indestructo” the applicant would be given the prima facie 


right to stop the use of the word “Indestructible” by the opposer, 
the latter would undoubtedly be injured. There is quite a differ- 


ence between the right to use a mark and the right to obtain regis- 
tration of it. 


The opposition, therefore, must be sustained, both on the 
ground that the applicant had never used the mark sought to be 
registered on the goods specified in his application, and on the 
further ground that the opposer had previously used on goods of 
substantially the same descriptive properties the word “Inde- 
structible.” 


The decision of the examiner of interferences is affirmed. 
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